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DETAILED ACTION 
Response to Arguments 

1 . In the remarks filed 5-10-2007, applicant argued the following: 

A. On page 14, that the specification has been amended as suggested by the 
examiner, and objections should be withdrawn. 

B. On page 14, that the limitation 'such that no securing mechanism is needed to 
secure the case within the tray', contrary to the 1 12P1 rejection, is enabled by 
the specification. 

C. On page 15, that 'originally installed during the manufacture of the vehicle' is 
not indefinite. 

D. On page 17, that "clearly anticipated" is an improper rejection. 

E. On page 17, that the examiner did not give consider claim limitations. 

2. Argument A is convincing, the objections are hereby withdrawn. 

3. Argument B is unconvincing, the specification and the drawings cited by the 
examiner seem to enable a lip or recess in the dashboard, not 'no securing means'. 

4. Argument C is unconvincing. There is no structure within the offending limitation 
with which to limit the claim. Furthermore, the applicant's evidence of enablement does 
not serve to clarify the scope of the claims. 

5. Argument D is unconvincing. Saying claim limitations are "clearly anticipated" by 
a reference is appropriate when one of ordinary skill in the art would ascertain very 
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easily what elements corresponded to the claimed features without being told 
beforehand. See form paragraph 15.12. 

6. Argument E unconvincing. The claims were considered, and given weight 
according to their clarity, and how much they limited the invention, which was not much 
in either case. The claims did clearly specify what structures were inside or outside their 
scope (hence the indefiniteness rejection) and since no structures seemed to be 
excluded by the claim limitation, the claim was considered to read on Schoenfish. 



Claim Rejections - 35 USC §112 

7. The following is a quotation of the first two paragraphs of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 40-46 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. "No securing mechanism" is not enabled, if something is not secured, it falls 
toward the center of the earth. In the instant application's specification, the securing 
means is at least Fig. 26, 182i. In the interests of compact prosecution, the examiner 
will assume that "no securing means" reads on a recess whose face has a normal 
vector substantially antiparallel to the weight vector of the navigational device. 



Application/Control Number: 10/663,044 
Art Unit: 3663 



Page 4 



9. Claims 1 and 3-8, 13, 31-39 and 41-46 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

• Regarding claims 2, 31 and 42, "originally installed during the manufacture of the 
vehicle" is indefinite for failing to limit what is added to the structure by this 
limitation. In the interest of compact prosecution, the examiner will prosecute the 
claims under the assumption that the above claim language adds no structural 
limitations to the inventions of claims 1, 31 and 41. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in 'this country, more than one year prior to the date of application for patent in the United 
States. 

11. Claims 1, 3-8,13,14 and 30-46 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Toshiaki (IDS filed 11-21-2006). 

12. Claims 1, 3-4, 14, 31-33 and 38 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schoenfish et al. (USP No. 6370037). 

• Regarding claims 1 , Schoenfish discloses a navigation assembly for use in a 
vehicle comprising: 

o a navigational device; and [Fig. 1 , #12] 
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o a carrying case sized and configured to removably fit substantially within a 
tray of the vehicle and configured to substantially enclose the navigational 
device, [Fig. 1, #14] 
o wherein the case is configured to conform to the tray. [Fig. 2] 
o wherein the tray is originally installed in the vehicle during manufacture of 
the vehicle. [Fig. 1 , #68] 

• Regarding claims 31, Schoenfish discloses a navigation assembly for use in a 
vehicle comprising: 

o a navigational device; and [Fig. 1 , #12] 

o a carrying case sized and configured to conform to a tray of the vehicle, 
[Fig. 1. #14] 

o wherein the tray is originally installed in the vehicle during manufacture of 
the vehicle [This language does not structurally limit the claimed 
invention.] 

o wherein the carrying case may be removed from the tray with the 
navigational device substantially enclosed therein. [Fig. 2] 

• Regarding claim 2, Schoenfish's device could be installed during the 
manufacture of the vehicle. 

• Regarding claim 3 and 32, Schoenfish discloses [Abstract]. 

• Regarding claims 14 and 38, the limitations thereof are inherent to all GPS 
devices disclosed by Schoenfish. 

• Regarding claims 4 and 33, Schoenfish discloses Col. 5, lines 10-18. 
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1 3. Claims 41-42 and 45-46 are rejected under 35 U.S.C. 102(b) as being on sale (or 
in public use) more than one year before the filing date of the invention, as evidenced 
by Amazon.com's advertisement of the "Garmin 010-10314-00 Carry Case", which was 
available for sale at latest on 2 October 2001 . 

• Regarding claim 40, as best understood by the examiner, Amazon.com discloses 
a navigation assembly for use in a vehicle comprising: 

o a navigational device; and [Device inside the carry case] 

o a carrying case [Neoprene case] configured to substantially enclose the 

navigational device, the case being sized and configured to fit within a tray 

on a dashboard of the vehicle [A cup holder reads on the tray] 
o such that no securing mechanism is needed to secure the case within the 

tray. [As discussed above, a cup holder reads on the examiner's 

interpretation of what the applicant means.] 

• Regarding claim 41 , cup holders are originally installed in vehicles. 

• Regarding claim 42, Amazon.com discloses the navigation assembly as claimed 
in claim 40, wherein the carrying case includes a base and a hinged lid [the 
neoprene flap], such that when the navigational device is pivoted to a flat, nesting 
position within the case, the lid is operable to enclose the navigational device, 
and when the navigational device is pivoted upwards in a viewing position, the lid 
is operable to pivot upwards and rest generally against a top of the navigational 
device. 
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• Regarding claim 45, Amazon.com discloses the neoprene flap, when closed, 
being placed vertically above the "base'Vbottom of the carry case, thereby the 
flap enclosing the bottom of the carry case. 

• Regarding claim 46, one would only have to reach into the cup holder and grab 
the case/navigator. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

16. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

17. Claims 43-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
amazon.com as applied to claim 40 above, and further in view of official notice. 

• Regarding claim 43, Amazon.com discloses the invention with all the limitations 
of claim 40, but fails to disclose a navigator with a speaker. It is well known in the 
art that GPS navigators can contain speakers. Therefore, it would have been 
obvious to one skilled in the art (e.g. design engineer) at the time the invention 
was made, to make a case that fit around a GPS navigator with a speaker, for 
the advantage of protecting the audible navigator. 

• Regarding claim 44, when the hinged flap is open, one can still see the screen 
through the plastic window, it is thereby in a viewing position. 

18. Claims 5-8, 13, 30, 34-37 and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schoenfish as applied to claims 1 and 31 above, and further in view 
of Trumbull (USP No. 6125030). 

• Regarding claim 5, Schoenfish discloses the invention with all the limitations of 
claims 1 and 31, but fails to disclose a lid. Trumbull teaches a compartment with 
a hinged lid that could be used to enclose the device of Schoenfish. Therefore, it 
would have been obvious to one skilled in the art (e.g. an optical engineer) at the 
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time the invention was made, to place device of Schoenfish in the compartment 
of Trumbull, for the advantage of protecting the device of Schoenfish. 

• Regarding claims 6 and 35, Schoenfish discloses [Abstract]. 

• Regarding claims 7 and 36, Schoenfish's device has a speaker, therefore, it 
would be contained in the case of Trumbull in the obvious combination described 
above. 

• Regarding claims 8, 30, 37 and 39, Trumbull's device has a recessed base that 
would enclose the navigational device, and the speaker enclosed therein. 
Therefore, both would be positioned within the base of the case. 

• Regarding claims 13, 30, 34, 37 and 39, in the obvious combination described 
above, the device of Schoenfish would be placed between the hinged lid and the 
recessed based, thereby meeting the claimed limitation. 

Conclusion 

19. While patent drawings are not drawn to scale, relationships clearly shown in the 
drawings of a reference patent cannot be disregarded in determining the patentability of 
claims. See In re Mraz , 59 CCPA 866, 455 F.2d 1069, 173 USPQ 25 (1972). 

20. The references made herein are done so for the convenience of the applicant. 
They are in no way intended to be limiting. The prior art should be considered in its 
entirety. 

21. The prior art which is cited but not relied upon is considered pertinent to 
applicant's disclosure. 
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22. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ari M. Diacou whose telephone number is (571) 272- 
5591. The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on (571) 272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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